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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1 . The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

2. Claims 1-3, 6-7, 9-10, and 12-13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S. Pat. No. 6,352,496 to Oldani. 

Examiner notes that this art is currently applicable under 35 USC 102(b) because no 
certified translation of the foreign priority papers has been made of record in accordance with 37 
CFR 1.55. See MPEP § 20 1 . 1 5. Examiner also notes that even if such a certified translation was 
filed, that the Oldani reference would still available as prior art under either of 35 USC 102(a) or 

Oldani teaches a tool holder (see Figure 3) having a free end and defining a "rotational" 
or "pivot" axis Ci about which the tool holder holding milling-type cutting tool 18 can be rotated 
or "pivoted" via motor 60. Additionally, the cutting tool 18 is mounted so as to be driven in 
rotation about its longitudinal central axis, which constitutes the claimed "drive axis", via motor 
56. 

Note also that motor 58 drives the cutting tool in rotation about axis A, such that the drive 
axis or central longitudinal axis of the cutting tool 18 can be positioned orthogonally to the 
rotational axis Ci. See Figure 3, and also see column 3, lines 33-53. Additionally, note that the 
tool holder and cutting tool can be moved in a direction (such as in the direction of the Y axis as 
viewed in Figure 1) transverse to the rotational axis Ci (see also col. 3, lines 24-32, for example). 
Note also that the rotation or pivoting movement about the axis Ci, although this is not presently 
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claimed, can occur during machining so that complex parts can be machined (col. 8, 
for example). 




56 



Re claim 2, the milling cutter is considered to be a "face milling cutter" in that it can 
function to mill a "face" of a workpiece (see at least Figure 1 1, for example). 
Re claim 3, see at least Figure 12. 

Re claim 6, note that motor 56 is explicitly described as an electric motor (see col. 3, 
lines 38-40). 

Re claims 7 and 13, for example, note that at least the motor 56 in combination with 
whatever structure must inherently be present to hold the tool bit 18 form part of a "tool head" 
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that is "connectable" to the "tool holder" (noting that the "tool holder" as claimed can be 
considered to be at least the member shown in the reproduction of a portion of Figure 3 above). 

Re claims 9 and 10, insofar as the element 6 shown in Figure 5 of the present invention is 
considered to be a "spindle", at least the upper portion of the labeled "tool holder" is considered 
to be a "drive spindle", as broadly claimed. 

It is noted that via the capability of the tool of Oldani to be moved in the various 
directions described previously and about the various axes described previously, Oldani' s device 
is considered to be capable of forming a control window in whatever workpiece is desired, 
including in the claimed "two-stroke internal combustion engine", and also to be capable of 
performing an operation to "expand" such a control window as set forth in claim 12. 
3. Claims 1-3, 7, 9-10, 12 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Pat. No. 5,996,329 to Cardenas. 

Cardenas teaches a multi-axis machining head including a "tool holder" (including at 
least member 22) that has a tool mounting portion 44 for mounting a milling tool 18 located at a 
free end thereof The "tool holder" (including at least element 22) is rotatable about a vertical 
"rotational axis" B via motor 86 (see Figures 3-4 and col. 4, lines 5-11, for example). 
Additionally, the cutting tool 18 is rotatable about axis A via motor 48 (see Figures 3-4 and col. 
3, lines 10-14, for example), which is orthogonal to the vertical rotational axis B. Note that this 
rotation about axis A provides at least positions 100 and 104 wherein the central longitudinal 
rotational axis of the cutting tool bit 18 is orthogonal to the rotational axis B. Note also that 
Cardenas explicitly teaches that the tool is moved in X, Y, and Z directions (shown in Figures 1- 
2, see also col. 4, lines 16-24, for example), and thus, the tool can be moved in a direction 
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"transversely" to the rotational axis B. Also note that the rotation or pivoting movement a 
the axis B, although this is not presently claimed, can occur during machining (see col. 4, 
16-24, for example). 

Re claim 7, for example, see the reproduction of Figure 4 below. 




"tool head", for example 
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Re claim 2, the milling cutter is considered to be a "face milling cutter" in that it can 
function to mill a "face" of a workpiece (see at least Figure 2, for example). Re claim 3, there 
must inherently be peripheral cutting edges to be able to cut in the X and Y directions. 

Re claims 9 and 10, insofar as the element 6 shown in Figure 5 of the present invention is 
considered to be a "spindle", at least the upper portion of the rotating "tool holder" (the tool 
holder including at least 22) is considered to be a "drive spindle", as broadly claimed. 

It is noted that via the capability of the tool of Cardenas to be moved in the various 
directions described previously and about the various axes described previously, Cardenas' 
device is considered to be capable of forming a control window in whatever workpiece is 
desired, including in the claimed "two-stroke internal combustion engine", and also to be capable 
of performing an operation to "expand" such a control window as set forth in claim 12. 

Claim Rejections - 35 USC §103 
4. Claims 4-5 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Oldani 
as applied to claim 1 above, and further in view of the teachings of U.S. Pat. No. 5,697,739 to 
Lewis et al., for example. 

Oldani teaches all aspects of the claimed invention as set forth above, and while Oldani 
does teach that the motor 56 can be electric, Oldani does not expUcitly teach that it could 
alternatively be pneumatic or hydraulic. 

However, Lewis et al. also teaches an angularly adjustable motorized cutting attachment 
(see Figure 4) wherein cutting tool 48 is rotated about its longitudinal axis by motor 45. Lewis 
explicitly teaches that the motor can be any of electric, hydrauHc, or pneumatic (see col. 3, lines 
15-20, for example), thus illustrating the art-accepted interchangeability of such motors. 
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Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have utilized either an pneumatic or hydraulic motor (as taught by 
Lewis) to rotate the cutting tool taught by Oldani, depending on the choice of the end user, Ukely 
based on factors such as the availability of one power source over the other, or the cost of one 
power source over the other, for example. 

5. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cardenas as 

apphed to claim 1 above, and further in view of the teachings of U.S. Pat. No. 5,697,739 to 

Lewis et al., for example. 

Cardenas teaches all aspects of the claimed invention as set forth above. However, 

Cardenas is silent as to the type of power used to drive the cutting tool 18, and thus does not 

explicitly teach the electric, pneumatic, or hydraulic drives. 

However, Lewis et al. also teaches an angularly adjustable motorized cutting attachment 

(see Figure 4) wherein cutting tool 48 is rotated about its longitudinal axis by motor 45. Lewis 
explicitly teaches that the motor can be any of electric, hydraulic, or pneumatic (see col. 3, lines 
15-20, for example), thus illustrating the art-accepted interchangeability of such power sources. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have utilized any of electric, pneumatic, or hydraulic power sources 
(as taught by Lewis) to rotate the cutting tool taught by Cardenas, depending on the choice of the 
end user, likely based on factors such as the availability of one power source over the other, or 
the cost of one power source over the other, for example. 
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6. Claim 1 1 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over JP-60-148657 
(hereinafter '657) in view of either one of U.S. Pat. No. 6,352,496 to Oldani or U.S. Pat. No. 
5,996,329 to Cardenas. 

'657 teaches a method for producing a cylinder for a two-cycle engine, wherein ports or 
"windows" 2, 3, 4 are opened by a generic "boring" operation (see Figures 1, 2, 4, and the 
abstract, for example). 

'657 doesn't explicitly describe the machine or tool used for performing the boring 
operation, and thus does not expUcitly teach the tool holder structure set forth in claim 11. 

However, re Oldani, Oldani teaches all aspects of the claimed tool holder and cutting 
tool, etc., as set forth above. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have substituted the specific apparatus capable of performing a boring 
or windowing operation as taught by Oldani for the generic "boring" device taught by '657 for 
the purpose of providing a cutting device that is capable of "precise dimensional control" as 
taught by Oldani (see at least col. 8, hnes 2-6, for example). 

Alternatively, re Cardenas, Cardenas teaches all aspects of the claimed tool holder and 
cutting tool, etc., as set forth above. 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have substituted the specific apparatus capable of performing a boring 
or windowing operation as taught by Cardenas for the generic "boring" device taught by '657 for 
the purpose of providing a cutting device that "occupies a small amount of space and that is able 
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to machine a work piece in multiple directions along multiple surfaces without the need of 
refixturing" as taught by Cardenas (see col. 1, lines 10-19, for example) 
Response to Arguments 

7. Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. 

Examiner will address any arguments to the extent that they are still applicable. 

8. In the response filed February 17, 2006, on page 12 thereof, Applicant made a number of 
remarks regarding the Lewis reference (U.S. Pat. No. 5,697,739), and specifically, Applicant 
states that an adjustment of the aUgnment of the tool head "during operation" and "a pivot 
movement of the entire tool head about the spindle axis is not possible in Lewis et al.". 
Examiner would like to point out that whether or not Examiner agrees that such adjustment of 
the tool about the vertical spindle axis is "possible" during operation, there is no limitation in any 
claim relating to the adjustment about the rotational axis being "during operation". Although the 
claims are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Additionally, in the interest of expediting prosecution. Examiner has uncovered and 
appUed references which also teach the feature argued by Applicant about the adjustment of the 
tool being possible during operation, as set forth in detail above. 

Additionally, in the supplemental amendment filed April 24, 2006, Applicant made a few 
assertions about the teachings of the Cardenas reference, which reference is now (but had not 
been previously) being applied to the claims, as set forth in detail above. Many of Applicants' 
assertions will be addressed by reviewing the above rejections based on the Cardenas reference. 
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Additionally, Applicant has asserted that "Cardenas provides no suggestion to arrange the 
tool at a fixed angle on the free end of the tool holder". 

Firstly, Examiner notes that no "fixed angle" is set forth in the claims. Again, although 
the claims are interpreted in light of the specification, limitations from the specification are not 
read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
Furthermore, Examiner notes that the tool holder taught by Cardenas is capable of machining a 
workpiece with the tool holder held with the drive axis (horizontally) at a right angle to the 
vertical rotation axis described in the above rejection (see Figure 4, the positions at at least 100 
and 104). If the device taught by Cardenas was not capable of somehow "fixing" the angle, 
precision workpieces could not be produced, noting that the high machining forces generated 
when the tool bit came in contact with the workpiece while the tool holder was in such position 
(100 or 104, for example) would cause the tool holder to undesirably move if the tool holder 
wasn't "fixed". Also note that gravity would also cause the holder to fall back into position 102 
if the holder wasn't somehow "fixed" in the position at 100 and 104. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erica E. Cadugan whose telephone number is (571) 272-4474. 
The examiner can normally be reached on M-F, 6:30 a.m. to 4:00 p.m., alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica S. Carter can be reached on (571) 272-4475. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed application 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAI 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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